REMARKS 



RgifgHoB of claims h 2, 5- 10 and 18 under 35 U.S.C. § 103(a), as feeing 
anpateatabte over Brownaweil et ai (U.S. Patent No. 5,069,799; herd»afler 
*Brownawcll *799* > ). 

Claims L 2, 540, 13-15, 17, and 1.8 have been finally rejected as obvious over 
awell '799, with claims i, 7, 13, and 18 being independent 
The basis of the PTG's rejection is as follows: 

^ ' V N N N 1 O )Kt p <• ! \ ^ 

media. 12) disposed inside the .housing, and a chemically active filler member 
(i.e., 14} disposed inside this bousing. This reference further discloses an 

v v ^ NX sa, h^SUS IK > " i v vj v. 1\ 

includes a plurality of particles (see col. 2 5 line 6) containing a beneficial 
adduive such as a basic salt of the type recited (see col, 2, lines 12-17}. 
Accordingly this reference discloses the claimed invention with the 
exception of the diameter of the panicles in the chemically active filter 
member (claims 1, 2, 3-10, 13-15, 17), and the percentage of the additive in 
these particles (claim 18). However, it would have been obvious to one of 
ordinary skill in the art at the time the invention was .made to employ 
^ .im ^ k v >kJ duun 10! i re ^ e\ >u 
v \ ' i ;.t!KM >atme U l atrial v \ v v. 0 f v -^e< \ so 
would have been obvious to one of ordinary skill in the art at the time the 
invention was made to employ the recited amount of beneficial additive in the 
reference particles, in order to ensure that a sufficient amount of additive is 
present in these particles to adequately rejuvenate the oil undergoing 
treatment, 

(Office Action of 8/25/2006, page 2 and 3) 

x *k ^ K , p^e,*.. h do , j kJ ba^s o ( eve, o a ^ s \J\ 
\ -v \a^c v jo w\\>r, 

To esLsl- -oh a us ana face cu ofo'm mu-meow three bts.v esiio^i mot *v no 1 First 
rust some suggestion or motivation, either in the references themselves or in the 
v. \v \^ ^ '0 ounrau ->ki! mjv,, o o,. ^ s. , ^ 



combine reference teachings- Second, there must, be a reasonable expectation of success. 

^ t N ^> N Cvvn SU <.>. ' v.*. >> v. K v. v 

claim limitations. MPbP 2143. 

Ibis standard has not been .met in the instant case, particularly with respect to 

^ ^ )H M x i wist >. i r 
The prior art does not teach, or suggest all claim limitations. The PTO has admitted 
^ W!> u $ 1 v.i o tquKt L i.) iU ! •> i^ 

"799 is silent as to a chemically active filter element containing particles of a beneficial 
.*dduo e ha\ see \pehe.-m^ see urned j\ orage diameter 

Brownawell "799 discloses a filter system that requires both an active filter media and 
an inactive filter media. The active filter media can be a eombmahen of a eNviu alb, acm e 
o < v e\ ^\-\<b i ^otn , tud'a iV; 'l, »>.<>,."' >. ' > ^ ss 

hydroperoxide decomposers, or media containing a dispersant functional group, BtownaweO 
ss * s v o < o N ». \ s f iiit\ s^tt^sasv o vt-'iU to - v * r s •> 

0 V » v V ^ ^ V ^ « J 

In contrast. Applicants' invention of independent claim 1 requires "...a plurality of 
particles having intersticial spaces therebetween, said particles having an average diameter of 
Hons i ! i to e nallaovicss and Hemg iidunsed m ^anl od iiben tho p.nlioie-; eompnsme i 
o„ v' 1 n > vKk . \ >x v ea^e^ x! o ov 1- on .s said vrs..>v ic^t ^ c\ v. > , v 
x \ - e v\\ » w i * inquires a chemically active filter member thai contains 
v \ 1 a viutii omn H>u * t k s su 

essentially of at least one of an antioxidant, a basic salt, or a mixture of a basic salt, and an. 
antioxidant 1.1 is also noted that claim. 3.7 depends from claim I and requires that the 

>\ <i^i,ijii< v^p^'KvL 1 tuu* »or', 4 v i us^ s,o 

^ >\ u 

^ t s $ t d n « s i v. ) * { v. * i > 

k 1 \!) )\ OK ■>! i UI v ill <. I 



Hie cited reference tails to provide a prima facie case of obviousness as to any of the 
taimed inventions. !.t is noted that for me purposes of appeal, independent claims L 7, 1 3, 
eU i ^ aud JcvV>\v<u clan I v PI aojr Marul and fall together. Accordingly, Applicants an. 
*he Undersigned respectfully request that the PTO respond to each of the individual argumen 
~et forth below as to these claims. 

BrownaweiPs sole discussion of the shape or size of any particles comprising a 
beneficial additive' in the '799 chemically active filter media is limited to the use of ZnO 
pellets' m Example 2. Although the Brownawell "799 states thai substrate supports for the 
>. v »x ^ v , e v '>%. f !k 1 n o f pedes Ms, s v , N ^ « <>> , n\ 

- \ e - ^ a,, 1 , es» i~ s|« ^ e ' .uutKsal «dd h 

As described in Applicants' Specification, the specific particle she range of .1 to 6 
s v. - s s x , v. <s v Jv i ku.u v \ ~ ^ < o xC ^■■>^v. 

^pecirkaiion expressly stales: 

The particles are preferably made with a diameter in a range of 0. 1 to 6 

the iritersticial spaces therebetween in the fi lter matrix. The size of these 
interstices is specifically chosen and engineered to screen out mast 
x^ ^x.\*-^ u > v , | JO ^ ^ KM ^ xOnh k , * 

filtered oil and the beneficial additive of the particles, without substantially 
e\v „ "0 i\v e buvJi tne eecn, evj,\ vc v k o 

,» x. ^ < e . , u ]v c ap ' v d 
Brownawell s ?99 fails to recognize the problem being solved by Applicants' claimed 

.0^ X XV - % O^U li ^ K t t.0 ' el X - l. iX * X 

s "> v. i v. 's x<.s \ v Ux ipHA.a pul* \ x-x N l s t \ 

arnc-es and the oil such that selected amounts of the beneficial additives cars be disposed 

v ni«a me oil, while providing a selected .flow rate of oil. through the particles. 

Absent in Brownawell. '799 is any teaching or suggestion thai would have motivated 

lose SKilled in the art to choose Applicants' specific claimed particle size range or particular 

> x ^ , \ v lee i \0 satx^ t>i 

it would have been obvious to one of ordinary skill in the art at the time the 
x x ^ } S v ~ o er pi » pa;tk> s t a i e e i i x * * t 
reference system, in order to facilitate handling of the treatment materia! in 



una .rsterence system, 

o\t,C. V^K''!? > ?OiiO page ,} 
v % v v h 0 sagiOv s t . .h- K.asiO , iO -> ! i s tn I s 

well established patent laws. 

h is resptctouiv suhmiucU that (hi* statement says nothing about the selection of 
particles within a relatively narrow range of 0.1-6 mil. The PTO's position appears to be 
roe „ o^o. ^ 1 u 1 ^ aetKUxu, a, as^mo . a. *^ . { < * ^ ^ so 

o>\ o* •< v. 00 \w f 2>~*^ 

^ V x ^ <o> a s < C V , 

u qaircmenls \SPH* : » 4o\ the *7^> netl-ftm,* , « m , v * ggest jU of iho rcqu'Ct 
limitations of claim 1 without a suggestion to vUi ». k ^1 »g Applicants' narrowly 

v p \K * v x k v.iH . -> Hi K { *i v « i 1 Oi w 

The ultimate legal conclusion of obviousness must be based on facts or records, not on the 
v n o N,>p,\ \v t > T tlu\ N a + u.a <n ^ha, tit* N vd „at x> L^; 

^ v. > IM it (.H ! x J t. 

^ ;s < SM S |>0 iiU ^ A 

The PTO has responded to Applicants' previous argument with the following: 

Applicants argue that "Brownaweil '799 is silent as to Applicant's claimed 
filter using particles of a particular average diameter.'* It is pointed out, 
however, that the particles in the chemically active filter member of this 
reference device must inherently have some average diameter. One of 

\ \ n v! ass ^ t td wkS K vO y «, i< 1 .a t 

having an average diameter significantly below 0,1 Biil.Imiet.ers conk! cause 
handling problems in the reference device, since powders are more difficult 
to handle than are larger granules. One of ordinary skill in the oil treatment 
art would also readily recognize that particles having an average diameter 
v ;: f v lx , Kc , !] , .,>)iac''v.oi,uu'x ov> 1 ee< to 

to produce adequate contact between the chemically active media and the oil 

e; ' ! \uOKin« > . sr I \n v ^ v \ v 

motivated to select particles having an average diameter within the recited, 
range, in order to avoid the above noted problems. 

(Office Action of 8/25/2006, page 5, emphasis added) 



Applicants greatly appreciate the PTO's detailed remarks but must csrociln.lv no u 
^ ^ iv. ^ s v. > * ^e'wi r\vL n thi ah^ ao 1 >■< ^ - \ s lo 

v. V ^ O V! ! \ i i OU ko 05 ! 

* o hu v. oL\ r * \ i ^ ^! v ^ oos N ^ 
ofslil! m :su s : na an\ such teaching 15 Why utk-nhan '\pp')carj^ uaesone.s v>oaid«.a\ 
of skill in the art reach such a conclusion? indeed, where does me prior &v okvioo o* 
su^vm du.- oiavrtaoee of interstitial space?, let alont. naiheelvk si -ed nne>Ma:al ^p iee\ 
resulting from the selection of a particularly sized particles? 

- > v iMvttiat w^hKsn no it k i s\ c v s s > „ ^ 

x . v - N nothifi" aPo. taasokM.o- arj iO\ ^ \ ^ . e,,^ . 

narrow range of 0. 1 -6 millimeters. Again, ilu PI O's rwmon ippeao* 10 ho ovsc ,a\d*\e,ous 
o ! up« on a » v! iaduapim< v ( w 

MPEP2J.43. 

The courts have repeatedly made the distinction that . . .j nbai which n o v mU tern - 
ra.il necessarily known. Obviousness cannot be predicated eu vxhai in la \nown .> • i 
SpormamK 363 P.2d 444, 448, 150 U.S.P.Q. 449, 452 (C.C.P.A. 1%61 .. j n hvh ,a 
inherent in the prior art, if not known at the time of the invention, cannot to;ro c psope; 
O v. ^ v. s v. -> o -> 1 i s o \, \ *■ „ v \ \ 

195 U.S.P.Q. ?53, 756-5? (C.C.P.A. 19??). 

Applicants agree that the general laws of physical science dictate tiui i>k pa*!u 
disclosed in Brownawell *799 possess diameter and shape. However, m irn\ , A?>p'u\>u^ 
have selected a parf.icu.lar structural characteristic, i.e., interstitial spaces of,, oar icu a? s. , 
^ ! o 1 ^ v . > * * s pa>l vM ' uxioficjal ula <-c <. „ s 

diameter, thai .is simply ignored in the Brownawell '799 references. 

This fact pattern is thus governed by the Federal Circuit's holding m '-w * C, 
\\ iica the prior art pros no indication ot vdiich parameters are cs/aea! auo: no i>aet.ou a^ to 
which of many possible choices is likely to be successful the fact that the claimed 



J \ v \* t ^ sib ^ t U it» > \ 1 < a 1 \ ^ 
uripatefiiably obvious. In re O'Farrell 7 U.S.P.Q 1673 (Fed. Cir. 198S). 

Moreover, where the prior art has not recognized the "resuli-effective" capability of • 
particular invention parameter, no expectation would v \j n, u\ t o'Ar < ^ r « v e> # i ,c 
would, successfully yield the desired improvement A particular parameter must first be 

^ s ^ s ^ ^ ^ ! . "0 v uva.id't. v u ,h. . o \ ' ' 
before the determination of the optimum or workable ranges of said, variable might be 
characterized as routine experimentation, in re Antome, 559 F,2d 61 8, 1 95 USPQ 6 (CCPA. 

\mouic el a mod a nasie vara- treatment dut "jciueed a u»k havmc u.^K^nh ndy 
w.!'^ c^env- ufunesscd vomaeVss ubscs) <\utome ds^-vertd \h\\ r-sauneui wporo \<as 
nw\u u \~<\ ^bs,a \ ic Mho of tanl \obnr.e to contactor a^ea was ^ 1 2 n 

\ ne ^ade K-iOsonev cited bs the ^ I O dsseWed ibe s ane basic - , s:n 1 una as -worne 
bin faded io d^cscae or 'oe(>j re e a ui k \.o*urne io c^maca^ sane oH ! 1 2. oi -a^ :.cs; an> 

nesoitc ihe I-kK of d ^cbisi iv, ihe PIO ,4dl coubidcud VaH>nu s appin.mus a.a\mf 1 v 
<. ev ^ ^v<\«^,\o i.CiOi Khe /nu* ars ,,)ra f t ^ \^ > f d> i( \ ^ 

l '! < I v. IK I < S ! SllL Mkx X i V 

mecb.an.icai experimentation . 

U« eonha^ , tltv. aT\ ssateo diat ju o\.ih <ih<v. »,f the dn^asa.xs fa, m\» s o 
^ >, <. v On \ j 'f \ v i l- U> i k -ah ci t uaav.1 x\l k cj v v ^<'i > 
enesiioa ^hc sa >o ^ aUse* bia alsv io tuose properties oi the suhieei mane? w inch a^c < » to 

v U \v.^OM.d ! v 'k t<o * 

' 9- i. si'O at j o.Waivr. u'-nUiv-a) " J n thus case, the urvenfKMi as a ^ !v<l >s i:v . i o w$ 
c? i 5 ) 1 nnoc;^ 1 n-hi \bfi% o.vd mopuh ' i<, 

\n\\r>e\ oisco^ct} yHV :xl u orship bvivuen h ' ks i t i m c <f c 
capaeu"^ 5 and d'«. s^xcibe de.np\ paranncte? mobo \at ^ ^ < - > ^aa.aes c vO * u ^ ^ 

^.s^ v v.v " v i v i v. i d S \. fK <. { OU « s ^ < n \ * n ^ > 

d,ai n woiud -"^d nar^A ^oiuwier more optima atson oUi \<n ih" t k< o>^ 1 v. n 



?V:k^t V< 'Vee;\^ O^ -VM 



v > x u v.0 < i ns to tins rule 1 Kvises vr-ose opom* n^asUvv^ 

result-effective viable produced unexpectedly good results and 2) the present case, where 
the art did not recognize that the parameter optimized was a result-effective variable. Id. at 
620, 19$ U.S.PQ at S-9. 

^ S >. V \y vl ^ 1 it'i. ! 0 VltA '5 p t! X , w 

^ v ■> OO Ul\W i ) S S ^ I K. t I U \ 

„ \ o, o v.^ v e\ ^oxu* ">k haUtk ,)in)! ,\ _ , tKw , »v! 

h, con,n^<\ \pphcainV application discloses panicles -u^ n^ a chatuesu -u , -6 
millimeters to produce interstitial spaces specifically chosen and. engineered to screen out 

beneficial additive of the particles of without substantially reducing flow rate. (Applicant's 
Specification, page 8> In this manner, Applicants' invention, as a whole, recognizes and 
discloses that the selection of the particularly sized particles and the resulting particularly 
>*e* v s . ^ <^ scv^K i.v.^». \anames. 

^s , \ " I ^n^.' s^onp! J\ s v . s , ^ po 
factors, Nothing in Brownawell 4 799 disclosure suggests particle diameter, nor discloses an 
relative property, inherent or otherwise, much less recognizes particle diameter and/or 
interstitial spacing as a result-effective variable to achieve the present invention. As nothing 
sn Bro\v cox eh 1 "v9 suggest? or giv e,s an> reason to employ particles Inn tug the dimensions 
and/or diameter as churned in the present application, one skilled, in the art would not he 
v ^ v>< . - o-w-sv-v c\P0v tat i ^ oi miuu^ t s ,^h e^ i ^ „ < Ov. ^ u ^ 

\\\^\ ,V\\ - O P'O^f ^o', ~<>o 

\ so s \ J)v v I ikv n < "S3 it t X > _ ^ ) J v. 

h^etittiiz Per the rueuireraeuts of MPkP 2 143, the '"^ refuvuee cannot macst or su^vsi ad 
of the required limitations of claim 1 without a suggestion to select particles having 
Applicants' narrowly selected average particle diameter size, 

\e w \^ * Os * k v,f u ^ u K <; *'* V < o' s ^ N 1 ^ tvM v> o 
have been, made without the hindsight benefit of Applicants' teachings as to the importance 



ha\ mg parficulacK M,-\d mkTStiiial spaces beO\ eon tku particles comprising me beneficial 

?\v ^ o* 10 \r*^ v h Si/v. 5 u\e ->onai vau^ Vc-oi *io r i'i* m c n n a \ is 
having a specified average diameter. The CAPC has stated "to imbue one ofordmary skill in 
the art with knowledge of the invention in suit when no prior art reference or references of 
v v N n v > kf > ^ Ldj sk J \k n ^ ' sd* ^ , s 

^ v. s s. \ ^ o i nuito liu i h sscv - j k I 
c^,4&s^.. ./sc., v. Gariock, 220 U.S.P.Q. 303, 312-313. (Fed. Ck 19S3). 

v ^ N \ tv ^ rents u~- to s %. oo\iOU-w- o V> k ^ ^ s.v N * ^ 
v. ^ ' Nf e >o N pt ->\\>hi ^ o'ho* - * " ^ „^ ^ 

- ^ e Bseo> • tv^ i * > k< s v i 

t \ v N ^o po- k » a\ ^ l 'n fit Mi >. o Kn d < 

This translates to .0003 to 1 IS millimeters. It is noted that the wide ranges of particle size 
used in the prior art will not create interstitial spacing in thai smaller particles will inherently 
fid tae tntu^tm 3 spacer ceased b\ flu. larger parkeles Is can furdkr ho apptxekiod that Iht 
N ! - N s s ^ i' 1 1 f d i ^ vO'xon s i 'ro'cs >h p" k , i e o ^ s e o < ^ v 

% r v v ?a ^ v " o v vnok* ■> 

Indeed, those of skill in the art nave often focused on providing greater surface area in 
onk ootowk ^\>uo) ("CMu'i.ifMiuo it w f I he aopuvkiied 'bat J< v\o t^rc p^teN ni e 
leads to increasing surface area for contact with the incoming oil to be treated. Many of skill 

. voKwK o >. a^cs is\ , Jo hv obv sou- to selu. , a le p< < ^ v> o > ^r^uio 
surface area. T hus, the PTO's suggestion ignores the other problems and concerns of those of 

\ >. < k ^ x v.\ c vd vtivat o v Oc h >• C - 

Likewise, the PTO suggests that it is obvious thai particles greater than 6 millimeter " 
not JO p;ov :do too ley - of mrc. stunf. spaces ilovwxcr nothing at the piu>? an p-ovdes tb^ 
,.^.5 ^ u n o^ o\Ci \tuo\. ^.uii.stlK .,^0 > w . . o - neo \ 
thing necessary to control oil flow through ZnO particles (i.e., see Example 2 of Brownaweil 
4 799). Applicants respectfully request that the PTO provide support, in the prior art, for their 
^ v > k\, \ v » v ^ Of <s o^ • ats 

In the absence of Applicants" teachings, one of skill in the art would have no 

14 



motivation to select particles having the narrowly selected average diameter of from 0.1 to 6 
^ N ^ti ^ v pa S ^ I n\ u pn vi *H54t h|^vs' . ^ < u 

o v. k< ! , e < oi ao\ 1 wjtnout a suggestion to select particles having 

Applicants' narrowly selected average particle diameter size. 

It is respectfully also submitted that the PTO's suggested motivation for Applicants' 
e , > v r\v vj s\^s , v. ? v v t ^ pan vie duto Oa-^ Vp *. ^ iM t ■.<>>< 
o a^ v u"^ f s Ci v )r u'vCl >m ou<- to *\ s ^d m ^^ v i\ 

^ o V\t s \ >o h \ 

X o ^ x Mo )^ l o e< *.> bote in , xv d> ar \0 v. I v •> i\ „o v 
be utilized in an oil filter. It is pure speculation on the PTO's part that one of ordinary skill in 
die an would find it obvious to try and select Applicants' particular limited average diameter 
sizes in order to obtain Applicant's required interstitial spaces. The ultimate legal, conclusion 
of obviousness mast be based on facts or records, not on the Examiner's 'unsupported 
allegation that a particular structural modification is "well known" and thus obvious. In re 

\ s ^: v \ d \ i% > 

Claim IS 

Independent claim 18 adds additional limitations to independent claim 1, which are 
not taught in the prior art... Specifically, claim 1.8 teaches an additional limitation that the 
individual particles have a high (90-97 percent concentration) of beneficial additive in the 
particles. As discussed in Applicants' Specification, Applicants use a solvent based method 

0 s 50 S }„ tO'\U >ia O" u 1 v v. v \ ^ 1 " K n 

o *\v s pv- > N o vj.i -^w. dvahon). 

However, the PTO relies on a rereren.ee thai does teavh punluou^ pas tides n 0> v 
specific method of taught by Applicants specification and 'hestAoR v\onW no* fen v me Inan 
concentration of beneficial, additive particles. 

The PTO continues to hold that "H vuund ha\ c been ohuou-: to one of Okh-ian «>kn m 
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>. v w o n ^vk o v n >! n the recited amount of beneficial additive 

in the reference particles, in order to ensure that a sufficient amount of additive is present in 

oo» \ " > <^ H^^ukii^hnnhvc no ^ v v - v. fv. ^ v 

additive; and that one of ordinary skill in the oil treatment art would readily recognize that 
^ x v v » <. aKMvii, Jut lih so.v s. - o v 

^ i " ^e e >, t>i.-b x i>i vAju.iunl! tto o Jd vow s ^ \ <<o 

s v. \ •> i m <k ih d ^ i t k Cv i e ^ vs ? 

prior art to make such a .modification. There must be a teaching in the prior art for the 
proposed con.ibisat.ion or modification to be proper. In re Neweii, 13 U.S.P.Q.2d 1 248 (Fed 
v >N ' v ^ <>. i\n {v uii rsrsol i ir^ v . ae ^< •> < ^ v 

~A S ! ! <. !U! ,«tl0 1 I fi < N < <> 5 ^ ! ^ •> \ 

(Fed Cir, 1989). 

Applicants respectfully submit that since Brownawei! "799 does not teach Applicants* 
^ a \ » \ o s tor p^oduesu c nd vidua, p. nv!e-> i t ^1 v s v ,\ei, i\ 
additives, and one of ordinary skill, in the art would not recognize the advantage of having 

x v. v Om 1 Uv f \ K 0} v O O dli WS \t ! s \ 1 v t 1 

Brownawell to leach the required 90-9? percent concentration. 

^ « < N n « itu; o ■« <uu-*r>,v, o< u<ii jKt m v. ^ i \ \ x v »< \ 

^ \ *. SI ? S 0 v v \ i 

MPEF 1 243 .03. The required concentration of beneficial additive particles is not taught by 
the pnor art. Thus, Applicants respectfully requests removal of the rejection to claim 1 S. 

Thus, reconsideration and removal of the rejection is respectfully requested as to 
independent claims I , and 1 8, and well as to all claims depending therefrom. 



!kiMkfj,McIah«s X .1.3-15 and '* 7 under 35U*^LMM»ImMM 
MMaigSMfeM.9.Yg y ■Br ow«„a>yi > l : I et aL, U.S. 5,069,799, and lurt|e£m view of 
hereafter "beJovme^ or -^166", 

The PTO states: 

Brownawell '799 as modified above discloses the claimed invention with the 
exception of the recited polymeric binder (claim 3), and the presence of an 
antioxidant as the beneficial agent (claims 1.345 and 17). DeJovine discloses 
a similar oil filter and. teaches supporting an oil additive material such as 
calcium carbonate or calcium hydroxide (see col. 1 1, lines 57-58} with a 
polymeric .material of the type recited (see col. 3, 'line 20). It would have 
" !< ^ ■> <. 't '.<« n v / » ;> ^ <* ' i , > <> * t t s 

made to employ the pofyolefin of DeJovine as the "polymer matrix" of 
drownaweh 7vv (see col. 2, Im 2} since this polyolefm is capable of 
supporting the calcium carbonate or calcium hydroxide of this primary 
v \e s vo u ! 2 lues ,2 H x m Jt ' oi ^ i-nu \ so i< 
secondary reference teaches that antioxidants of the type recited can be 
employed as additives for lubricating oil (see col 1 1 , lines 4 1 -42 and 48-52); 
and it. would have been obvious to one of ordinary skill, in the art at the time 

" , ^i^^v.^o < K OtpO alw *lV 1 vs. t vsv v ^ X <. 

into the chemically active filter member of Brownawell '799, in order to 
1 v^n rt ^ Ox 1 v»'i iru i^vn^ iKV rent * ! r \vs>> „ <?< »\ v 
reference system. 

(Office Action of 8/25/2006, page 3, emphasis added) 



Claim 3 continues to stand rejected on the grounds that it "would have been obvious to 
one of ordinary skill, in the art at the time the invention was made to employ the polyolefsn of 
DeJovine as the 'polymer matrix' of Brownawell '799 since this polyolefm is capable of 
supporting the ^deuee cir<vn ce or calcium hsdroude of this pruuarv reie-env-c m die 

N ^ ! i > > > " ^ f < ' t ! ! < < < < t 

Applicants appreciate the detailed basis of rejection but must respectfully disagree. 
Further, Applicants submit thai claim 3 depends on and incorporates all the limitation of claim 
1 . I lum too , ebuo 3 ;\ allow ude to? due to the reasons stakd to Sectum ' K teat 
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»v V\ v ^ OOi'iOl V'o\ PC lO\'v.C vipOP loi *0 O V ^ s l,t. ^ 

'iwlabk poKoter vnppoa medm. DeJovine discloses a .sohd dte-rmopUsue polymer hen my a 
controlled rate of dissolution in oil, the polymer containing particles that are intentionally 
released into the oil as a function of the controlled rate of dissolution of the polymer. The 

p\ - e ^ e >c'^ iv. ^ uiv I M^crqx'^Pv s 4 ^ i <. <. ^ ^o 
dissolution into oil are 'relatively oil-insoluble', 

With respect to dependent claim 3 and thus independent claim 1, the PTO states that it 
would .have been obvious to one of ordinary skill in the art. to combine the chemically active 
tiller .media of Brownaweli with the relatively oil-insoluble polymer support material of 
De.lovi.ne. The PTO deems this modi fication to be obviousness in view of the disclosure by 

s '>v\ w ; e\\ \ , > s > y> " 0* - v ,, v > t r s-, t <>^ < , 

However:, the discussion in Brownawell "799 in col. 2, lines 1-7 as to the support of 
the chemically active niter media on a substrate in no way supports the PTO's stared basis of 

x-i . ^ \. ! v i w , e * ,o 2 in.- i "ol'^owi t v { <>\ 

the c^ems, ad\ u e 'Is. i <v dv ma\ k> sunned on substrates such as alumina, activated 
clay, cellulose, cement binder, silica-alumina, activated carbon and the like. Brownawell 
continues on to state that such substrates may be in the form of pellets, cylinders, or spheres. 
.Nothing in Brownawell ~799 indicates that individual panicles that comprise both a 
chemically active material and a thermoplastic could be used in the housing 4 of 
Brownaweu « so sure i. 

MPEP 2143 requires that the motivation to do what Applicants have done come from 
the cited references. Even if the teachings of a primary reference could be modified to arrive 
at the claimed subject, matter, the modification is not obvious unless the prior an also suggests 
the desirability of such a modification. In re Lask&wski, 1.0 U.S.P.QUd 1397. 1398 (Fed Cir. 
1 989). There must be a teaching in the prior art for the proposed combination or modification 
to be proper. In re Newell 13 ITS. P. Q. 2d 1.248 (Fed Cir, 1.989). No support or evidence has 
been offered to show that the proposed rationale comes from the cited references. 

Also, the teachings of DeJovine fail to rectify the above noted, deficiencies of 



BrownaweH "799 in regards to the elements of amended independent claim 1 as discussed 
above in Section .2 and hereby incorporated by reference, 

Moreover, '"empioypng] the poiyolefm of De Jo vine ax the "polymer matrix" of 
Brownaweir would aot result m Applicants' invention of claims 1 and 3, The entire premise 
N K o v ^ ■> \v nvodv-o: n a-oHix s-o i< ^ ^ r * v I 
^ ^oos'i 1 s v<v 1 d od 'V o\ ne -> )^4.pu\<p, s , 

vO < » v s< ^ V, 'K Ov He !» ' < ~r ^ i 'in s O w 

what tise euosd>xm^u m Rro^mmob ' ! ^ and PeJoMnc pn>\ hxs. t o , pdloi* ^ a <,ohd mass 
or a colloidal suspension. 

.modification or combination of the prior art would change the principle of operation of the 
prior art invention being modified, then the teachings of the references are not sufficient to 
~ v v i ^ >v v>* oj- In re Hani, 1 23 U.S.P.Q. 349 CCCPA 1 959); MPEP 

Moreover, one of skil l in the art would not select the polymer of Dei ovme as the 
'polymer matrix' ofBrownaweil '799 as suggested by the PTO. Applicants' claim 1 clearly 
requires thai the beneficial additive be retained in the oil filter. As clearly indicated above, the 
polymers of Deiovme arc intended, to dissolve arid release the additive into die oil stream. 
This contrary to tire intended operation of Applicants' claimed invention. Tims, the 
combination ofBrownaweil and Deiovme produces an inoperative embodiment thai is outside 
the scope of Applicants claimed invention set forth m dependent claim 3. Indeed, such a 
combination would result in interstitial spaces of an ever-increasing size that would tail to 
screen out complexes thai result from the action of the beneficial additive. One of skil l in the 
art would thus not be motivated to do what the PTO has suggested. 

Accordingly, it is respectfully submitted that Dejovine cannot rectify BrownaweH 
'799's failure to disclosure or suggest all of the elements of die inventions of Applicants' 
claim 1 , Because claim I. is nonobvious over the cited combination, it is submitted that claim 
3 is likewise nonobvious. 

Reconsideration and removal of the rejection is respectfully requested as to dependent 



Claims 7.a.«d 13 

" tCVW iU dlsdo^u u! Oil It' ' >!, M^KMI » 1 >' v O v 

with an oil filter. The inventions of claims 7 and 1 3 are similar to independent claim 1 in that 
they likewi se require the use of a chemically active filler having a plurality of particles 

^ -> v S V. v \ , i d {'^ \ K U ! t f V 1 \ 1 ,\ v i N l iv. 

of from 0.1 to 6 millimeters. Claim 13 as amended also requires that the beneficial additive 
consist essentially of at least one of an antioxidant or a mixture of a basic salt and an 
antioxidant. 

The PTO has failed to establish a prima facie case of obviousness by tailing to 
v <v 1 an ( < s * so u >0x> o es<nms " a U > " , ',t v ,>\ «v a ! To 

vs ^ i^ov <. ihalnui in il i i ! i ^ 

1 243.03. However, this required showing is absent, in the PTO's Office Action of (8/25/2006) 
along with previous office actions. 

in fact, the combination ofBrownaweii and DeJovine fails to disclose the particular 
structural, aspects of independent claims 7 and 13. For example, claims ? and 13 requires a 
tapping plate and a mechanically active filter that is "spaced away from said tapping plate". 
However, Brownaweli '799 does not teach or suggest having a lapping plate and a 
.mechanically active filter that is "spaced away from said tapping plate". In particular, 
h ^ v v. si e,i n ju'ki' -Knn < spo-or.v. i<. \ «p i <• 

s„ v >■ d v. m 4 ! 5 e V 1 ohirm C h°es K0 I\ ho >v\ \< s 

limitations arc absent in DeJovine. The only teachings of DeJovine is of a filter element 4 
which does not appear to be spaced away from a tapping plate (See Figures 1. and 2 of 
DeJovine '166). 

Farther , it would. not ha ve "been obvious to one of ordinary skill in. the art at the time 
the invention, was made to incorporate the antioxidants disclosed by DeJovine into the 
chemically active filter member ofBrownaweii '799, in order to inhibit oxidation of the oil 
» * « » vi\ v or ire premise of DeJovine requires particles embedded in a 

* M s O^ o *HJ A*K, >L s /»iv.d vks UtCfsf t>< ^VKth il ,C u \ O' U,c <- 



basic principle of operation eliminates the presence of interstitial spaces. (See Dejovhie : 1 66, 
col 2, lines 46-57). in contrast. Applicants claimed invention has interstitial spaces so that 
the additives such as antioxidants are added to oil when the oil. is in the interstitial spaces. A 
combination of Brownaweh ' 799 and DeJovine, therefore, does not teach or -suggest 
Applicants' in vend on of claim 13. 

Taken as a whole, the cited combinations are insufficient to provide a prima facie case 
of obviousness as to the inventions of Applicants' independent claims 7, and 13. More 
particularly, the cited combination fails to disclose or suggest all of the required elements of 
these claims. 

Accordingly; it. is mspectMiy submitted that independent claims 3, 7. and 1 3 are 
oo.oobvi.ous o ver cited, combination as the cited combination fails to disclose or suggest all of 
the required elements of these claims. 

3 ■ Rejection, of claim 4 under 35 li.S.C. $1 03(a) as being »at>aie»Cable over 
Bnmaam'ii at aU VS. 5,069,799, and further in view of BJkki ei at,, U.S. 
5,725,03 iThereafter "Bdskr or ^03 P, 

Sections 1 and 2 above arc hereby incorporated by reference. 
Claim 4 is dependent upon amended independent claim 1. 

>- -ubimncd m i hi- cannot KeUv thu 1 *<\ ^ 

Brownaweh '799, 

in addition, Bilski discloses a delivery system for PTFE. As noted in col 2, lines 48- 
61, the PTFE colloidal suspension is displaced by the incoming oil at first engine start up. 
Thus, the one time delivery system of Bilski fails to satisfy the basis requirements of 
Applicants' claimed, oil filter, i.e., that the beneficial additive be released as oil circulates 
through the filter, 

Moreover, Bilski teaches that the small particle size is crucial to having the PTFE 
uv^cn. i 1 ^ ^t wKi^'asjOi Oik oM'Lu «. , c $ 1 ^ <. ^ Mm 1 
particles sisr.es would teach away from the retention of particles in a chemically active filter 
member as is required in. Applicants' amended independent claim 1 , 

\v v\ui b \ imU.a tl <i Hi >\it. t no s ^ , u> !v 
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* I j i viui\ ruah ?i » * I n ^ i 5 j u 

v s r, the P'fO may not ignore those portions of a reference thai lead one of skill 
< away from a claimed invention. The Federal Circuit has specifically prohibited such, 
auuofts. A rcicrence that .leads one of ordinary skill in the art away from, the claimed 
invention cannot render ii unpatentahly obvious. Dow Chem. Co. v. American Cvanamid Co. 
2 U.S.RQJd 1350 (Fed. Crr. 1987}. 

For example, the federal Circuit has clearly stated that "each prior art reference must 
be evaluated as an entirety, and . . .all. of the prior art must be evaluated as a whole", in re 
Fruch, 23 U.S.P.Q.2d 1 780. 1782 (Fed, Cir, 1.992). And particularly on pou», 'be t 1 P-\ uu\ 
earlier said "'[tjhe test for ob viousness is not whether the features of a secondary reference 
maybe bodily incorporated into the structure of the primary reference; nor is it that the 
claimed invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the co.mb.inet! teachings of the references would have suggested to those of 
ordinary skill m the art." Jn re Keller, 108 U.S.P.Q. 871, 881 (C.C.P.A. 1981). 

" v v ^ 1 lO (> J1 111 ;OS„ p<) U \ •> i l i\ !u t •> ^ 

skid in the art away from a claimed invention. 

Reconsideration and removal of the rejection is respectfully requested as to dependent 
claim 4 for the reasons set forth above. 



4. Jlejccifea ol'etatm 16 muter 35 C.S,C, §103{a) as being tuipatcu lable over 

Browruawdl et at. t'.S, 5.069,799, aadDeJovine.lIs. 4\l44J66/andfirrther i» 
view of Rubers er at, U.S. 5.544.699, hereafter t *Robers ,!> or ^699 M , 

Sections 1 and 2 above are hereby incorporated by reference. 

Claim lb is dependent upon amended independent claim 13 and incorporates ail of the 
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^ ^s^ , >\ s»h< i o j J a* Robots s> k 10 u-ctih, dv,d-o\, n^icd d.-u' v,v. 
"fc> \\:)av\dl -~<^ v ,> m u>vanls so Apphca n^" dams 13 In p ( «tvul<u\ RoK^s ,~tds d^> 
* M vv - , <- "0 o'l.ursoMv rsemv^o, \fp u\r . v Bto^ a^o, 

o disclose as noted above Section 2. 

iH.canse < bur* L"< *e -vrscdn soas o\or Ok- oud wrdvnakoi d >£ fuhnnned that 

Re vnsuk-> t-ton and removal of tilt iou-cUou is Svspectrd.x -ei se^kd as u> depe 
iarni Its for me reasons set form above. 
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CONCLUSION 

SMionta^io *n \<o^ ' ;Yk cookv, affi^mirsonK and 01 itnurL* A. \oosooo>t \U\\,> t 
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